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DETAILED ACTION 

1. The examiner received a called from Mrs. Judy Sherman, who claimed to be the assistant 
to Mrs. Stephanie L. Seidman (attorney of record), stating that the Office Action mailed on 
12/22/2004 was improper because the petition decision mailed 6/1/2004 also vacates the species 
election requirement. It is noted that the petition decision mailed 6/1/2004 was ambiguous 
regarding the species election requirement since there was two species election requirement (see 
office action mailed 10/02/2002 and 04/08/2003). The first species election requirement was 
withdrawn as noted in the Office Action mailed on 04/08/2003. Thus in order to further 
prosecution all species election requirements are withdrawn and the Office Action is a Non- final 
Office Action. 

Applicant petition to rejoined Group III (Claims 49-54) with Group I (Claims 1-37, 93- 
95, and 99) was granted and the Office action mailed 2/25/2004 is vacated as indicated in the 
petition decision mailed 6/1/2004. 

Furthermore, Mrs. Judy Sherman also requested the reconsideration in entering the 
amendment filed on 2/12/2004. This amendment (preliminary) filed on 2/12/2004 was not 
entered because it would unduly interfere with the preparation of the Office action, which was 
mailed on 02/25/2004. However in order to fiirther prosecution, this amendment is now entered. 

Status of Claims 

2. Apphcanfs amendment filed 2/12/2004 is acknowledged and entered. Claim 24 has been 
canceled. Claims 1, 4, 8, 9, 1 1-14, 16, 20, 23, 25-35, 49, 50, 53, and 93-95 have been amended. 
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3. Claims 38-48, 55-92, and 96-98 were canceled and Claim 99 was added by the 
amendment filed on 12/27/2002. 

4. Claims 1-23, 25-37, 49-54, 93-95, and 99 are pending. 

Priority 

5. This application claims benefit to a provisional application under 35 U.S.C 1 19(e). The 
provisional application is 60/2 19,183 filed 07/1 9/2000. 

Information Disclosure Statement 

6. The information disclosure statement(s) (IDS) submitted by applicant filed on 8/12/02; 
10/9/02, 7/2/03, 6/18/2004, and 10/5/2004 are acknowledged and considered as noted on PTO- 
1449 forms. These PTO-1449 forms were mailed to applicant on 12/22/2004. 

7. Claims 1-23, 25-37, 49-54, 93-95, and 99 are treated on the merit in this Office Action. 

Claim Rejections - 35 USC § 112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

9. Claims 1-23, 25-37, 49-54, 93-95, and 99 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 
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a) Claim 1 recites the limitation offset of capture agents" in line 23. There is insufficient 
antecedent basis for this limitation in the claim 1 since the claim 1 first recites the limitation of 
"a collection of capture agents''. The limitation of "set of capture agents" in the claim 1 lacks 
antecedent basis. 

b) Claim 1 1 recites the limitation of "a polypeptide-encoding region" in line 4. There is 
insufficient antecedent basis for this limitation in the claim 1 . Claim 1 recites the limitations of 
"a sequence of nucleotides Em that encodes a preselected polypeptide'' and ''each Em encodes a 
sequence of amino acids to which a capture agent in the collection specifically binds and the 
sequence of amino acids is unique in a set". Thus the limitation of "a polypeptide-encoding 
region" lack antecedent basis. 

c) The phrase ''polypeptide-encoding region to which a capture binds" of claim 23 is 
vague and indefinite because it is unclear as to what is being capture. It is suggested that the 
term 'agent' is added after the term 'capture'. 

d) The limitation of the "polypeptide-encoding region to which a capture agent binds" of 
claim 23, 34, and 35 is vague because it is unclear as to the metes and bound of the phrase 
"polypeptide-encoding region". As claimed in claim 1, the capture agents bind to the preselected 
polypeptides, which are encoded by the sequence of nucleotides Em, (e.g. see the limitations of 
claim 1 : "the preselected polypeptide bind to the capture agents" and "a sequence of nucleotides 
Em that encodes a preselected polypeptide"). Thus it is unclear whether the phrase "polypeptide- 
encoding region" refers to the sequence of nucleotides Em or the preselected polypeptides to 
which the capture agents bind. 
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Claim Rejections - 35 USC §102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

11. Claims 1-9, 1 1-23, 25-36, 93 and 94 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Lemer et al. (US Patent 5,573,905). 

The instant invention recites a combination. The combination comprises a) a 
collection of capture agents and b) a set containing a plurality of oligonucleotides. 

Each capture agent specifically binds to a polypeptide. The collection of capture 
agents comprises at least M different sets of captures agents, and M is at least 10, which is 
the number of different sequences of amino acids encoded by the oligonucleotides for which 
capture agents in the collection are specific. Each set of capture agents is specific for the 
same sequence of amino acids, and all sets of capture agents specifically bind to different 
sequences of amino acids encoded by the oligonucleotides. 

Each member of the set of oligonucleotide comprises 1) a sequence of nucleotides Em 
that encodes a preselected polypeptide; 2) the preselected polypeptide bind to the capture 
agents; 3) the oligonucleotides are single-stranded, double-stranded, or partially double- 
stranded; 4) the oligonucleotide comprises the formula 5 Em-3 V 5) each Em encodes a 
sequence of amino acids to which a capture agent in the collection specifically binds and the 
sequence of amino acids is unique in a set; and 6) m is at least 10. 

Lemer et al. disclose a plurality of products (see e.g. Abstract; col. 2, lines 45-67). These 

products include an encoded combinatorial library, wherein each composition of the library 

comprises a chemical polymer and an identifier nucleotide sequences that defines the structure of 

the chemical polymer, and the binding reaction complexes (see e.g. col. 2, lines 45-67; col. 3, 

line 26-40; col. 4, line 10 thru col. 8, Hne 53; col. 9, lines 40-55; col. 15, lines 15-57). The 

composition (refers to instant claimed set of oligonucleotide) comprises the identifier nucleotide 

sequences, a linker molecule, and a chemical polymer (see e.g. col. 3, lines 15-20; col. 4, lines 

18-27; col. 4, line 29 thru col. 8, line 53; col. 11, line 61 thru col. 13, line 12). The identifier 
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nucleotide sequences comprise a coding region (refers to instant claimed Em) that is flank by two 
different PGR (polymerase chain reaction) primers (see e.g. col. 3, lines 15-20; col. 4, lines 18- 
27; col. 5, line 49 thru col. 6, line 9). The primers comprises nucleotide sequences that provide 
polymerase chain reaction primer binding sites for amplification (refers to the instant claimed 
common region (variable C in the formula 5'-C-Eni-3* of claim 25), and the instant claimed 
variable D in the formula 5*-Dn-Eni-3* of claim 26), and restriction sites (refers to the instant 
claimed divider region) such as incorporation of a biotinylated nucleotide (refers to instant 
claims 11-12, 15, 16, and 36) (see e.g. col. 6, line 66 thru col. 7, line 45). The length of the 
primer is at least 10 nucleotides (refers to instant claimed n=10 of claims 26, 28-32, 94, and 95) 
(see e.g. ref. #P1 and P2 of fig. 2). The length of the coding region varies depending on the 
complexity of the library that is the chemical polymer, and in general the number of nucleotides 
ranges is fi-om about 2 to about 15 (refers to instant claimed m=10, and instant claims 13, 14, 23, 
24, 34, and 35) (see e.g. col. 4, lines 29-40; col. 5, lines 49-58; col. 6, lines 2-9, and lines 56-65). 
The chemical polymer includes polymer such as peptide polymers and the length of the polymer 
varies, which is typically 4 to 50 (refers to instant claimed M=10, and instant claims 17, 18, 21, 
22, and 27-29) (see e.g. col. 4, lines 37-52; col. 8, line 63 thru col. 9, line 14). Additionally, the 
binding reaction complexes (refers to instant claimed combination) are produced by the binding 
interaction between the chemical polymer of the library and a biologically active molecule 
(refers to instant claimed capture agent) wherein the binding interaction includes interaction such 
as antibodies to antigen (refers to instant claims 2, 4, 33, and 93) (see e.g. col. 2, lines 61-67; col. 
3, line 26-40; col. 15, lines 15-57). The biologically active molecule can be affixed to a solid 
support (refers to instant claims 5, and 6) (see e.g. col. 16, lines 42-67). The solid support 
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includes supports such as beads, and microtiter plate wells (refers to claims 3, 7-9, 19, and 20) 
(see e.g. col. 17, lines 11-21). The products of Lemer et al. anticipate the presently claimed 
invention. 



12. Claims 1, 2, 11, 12, 25, 26, 36, 49-51, and 99 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Dower et al. (US Patent 5,639,603). 

The instant invention recites a combination. The combination comprises a) a 
collection of capture agents and b) a set containing a plurality of oligonucleotides. 

Each capture agent specifically binds to a polypeptide. The collection of capture 
agents comprises at least M different sets of captures agents, and M is at least 10, which is 
the number of different sequences of amino acids encoded by the oligonucleotides for which 
capture agents in the collection are specific. Each set of capture agents is specific for the 
same sequence of amino acids, and all sets of capture agents specifically bind to different 
sequences of amino acids encoded by the oligonucleotides. 

Each member of the set of oligonucleotide comprises 1) a sequence of nucleotides Em 
that encodes a preselected polypeptide; 2) the preselected polypeptide bind to the capture 
agents; 3) the oligonucleotides are single-stranded, double-stranded, or partially double- 
stranded; 4) the oligonucleotide comprises the formula 5 Em-3 V 5) each Em encodes a 
sequence of amino acids to which a capture agent in the collection specifically binds and the 
sequence of amino acids is unique in a set; and 6) m is at least 10. 

Dower et al. disclose a plurality of products (see e.g. Abstract; col. 1, lines 13-21). The 

products include encoded synthetic chemical libraries and the binding reaction complexes (see 

e.g. col. 1, lines 13-21; col. 3, line 66 to col. 4, line 18; col. 4, line 66 thru col. 5, line 11; col. 26, 

lines 12-42). The encoded synthetic chemical libraries (refers to instant claimed set of 

oligonucleotide) comprise beads, identifier tags, and oligomer (see e.g. col. 3, line 66 to col. 4, 

line 18; col. 9, lines 13-27; col. 23, lines 10-46; col. 26, lines 12-42; col. 44, line 61 to col. 45, 

line 39). The identifier tags are oligonucleotides (see e.g. col. 16, lines 15-24, and lines 48-63). 

Each oligonucleotide tag comprises an amplification sites (refers to the instant claimed common 

region/variable C), monomer specific information/coding site (refers to instant claimed Em), a 
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spacer segment of variable length that distant the coding site from the ampUfication sites (refers 
to instant claimed divider region), and the order-of-reaction information (refers to the instant 
claimed variable D) (refers to instant claims 11, 12, 25, 26, and 99) (see e.g. col. 17, lines 42-53; 
col. 18, line 28 thru col. 19, line 46). Each oligonucleotide tag has the length with a range of 50 
to 150 nucleotides and is singled stranded oligonucleotide (refers to claim 36) (see e.g. col. 17, 
lines 42-53; col. 18, lines 4-9, and lines 49-63). The oligomer comprises a plurality of different 
peptide sequences (see e.g. col. 9, lines 13-27; col. 23, lines 10-46; col. 26, lines 12-42). The 
binding reaction complexes are produced by the binding interaction between the oligomers and 
the receptors (refers to instant claimed capture agent) such as antibodies (refers to instant claim 
2) (see e.g. col. 8, lines 23-46; col. 31, lines 1 1-27, and lines 36-40). The binding reaction 
complexes were sorted by using fluorescence activated cell-sorting instrument (refers to instant 
claims 49-51) (see e.g. col. 26, lines 32-40; col. 31, lines 54-63; col. 45, lines 1-7). Thus the 
products of Dower et al. anticipate the presently claimed combination and system. 



Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

14. This application currently names joint inventors, hi considering patentability of the 
claims under 35 U.S.C. 103(a)5 the examiner presumes that the subject matter of the various 



claims was commonly owned at the time any inventions covered therein were made absent any 
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evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (£) or (g) prior art under 35 U.S.C. 103(a). 

15. Claims 1-9, 1 1-23, 25-36, 49-51, and 93-95 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lemer et al. (US Patent 5,573,905) and Dower et al. (US Patent 5,639,603). 

The instant invention recites a combination. The combination comprises a) a 
collection of capture agents and b) a set containing a plurality of oligonucleotides. 

Each capture agent specifically binds to a polypeptide. The collection of capture 
agents comprises at least M different sets of captures agents, and M is at least 10, which is 
the number of different sequences of amino acids encoded by the oligonucleotides for which 
capture agents in the collection are specific. Each set of capture agents is specific for the 
same sequence of amino acids, and all sets of capture agents specifically bind to different 
sequences of amino acids encoded by the oligonucleotides. 

Each member of the set of oligonucleotide comprises 1) a sequence of nucleotides Em 
that encodes a preselected polypeptide; 2) the preselected polypeptide bind to the capture 
agents; 3) the oligonucleotides are single-stranded, double-stranded, or partially double- 
stranded; 4) the oligonucleotide comprises the formula 5 Em-3 V 5) each Em encodes a 
sequence of amino acids to which a capture agent in the collection specifically binds and the 
sequence of amino acids is unique in a set; and 6) m is at least 10. 

Lemer et al. disclose a plurality of products (see e.g. Abstract; col. 2, lines 45-67). These 

products include an encoded combinatorial library, wherein each composition of the library 

comprises a chemical polymer and an identifier nucleotide sequences that defines the structure of 

the chemical polymer, and the binding reaction complexes (see e.g. col. 2, lines 45-67; col. 3, 

line 26-40; col. 4, line 10 thru col. 8, line 53; col. 9, lines 40-55; col. 15, lines 15-57). The 

composition (refers to instant claimed set of oligonucleotide) comprises the identifier nucleotide 

sequences, a linker molecule, and a chemical polymer (see e.g. col. 3, lines 15-20; coL 4, hues 

18-27; col. 4, line 29 thru col. 8, line 53; col. 11, line 61 thru coL 13, line 12). The identifier 
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nucleotide sequences comprise a coding region (refers to instant claimed Em) that is flank by two 
different PGR (polymerase chain reaction) primers (see e.g. col. 3, lines 15-20; col. 4, Unes 18- 
27; col. 5, line 49 thru col. 6, line 9). The primers comprises nucleotide sequences that provide 
polymerase chain reaction primer binding sites for ampUfication (refers to the instant claimed 
common region (variable C in the formula 5'-C-Em-3* of claim 25), and the instant claimed 
variable D in the formula 5 -Dn-Em-3' of claim 26), and restriction sites (refers to the instant 
claimed divider region) such as incorporation of a biotinylated nucleotide (refers to instant 
claims 11-12, 15, 16, and 36) (see e.g. col. 6, line 66 thru col. 7, line 45). The length of the 
primer is at least 10 nucleotides (refers to instant claimed n=10 of claims 26, 28-32, 94, and 95) 
(see e.g. ref #P1 and P2 of fig. 2). The length of the coding region varies depending on the 
complexity of the library that is the chemical polymer, and in general the number of nucleotides 
ranges is from about 2 to about 15 (refers to instant claimed m=10, and instant claims 13, 14, 23, 
24, 34, and 35) (see e.g. col. 4, lines 29-40; col. 5, lines 49-58; col. 6, lines 2-9, and lines 56-65). 
The chemical polymer includes polymer such as peptide polymers and the length of the polymer 
varies, which is typically 4 to 50 (refers to instant claimed M=10, and instant claims 17, 18, 21, 
22, and 27-29) (see e.g. col. 4, lines 37-52; col. 8, line 63 thru col. 9, line 14). Additionally, the 
binding reaction complexes (refers to instant claimed combination) are produced by the binding 
interaction between the chemical polymer of the library and a biologically active molecule 
(refers to instant claimed capture agent) wherein the binding interaction includes interaction such 
as antibodies to antigen (refers to instant claims 2, 4, 33, and 93) (see e.g. col. 2, lines 61-67; col. 
3, line 26-40; col. 15, lines 15-57). The biologically active molecule can be affixed to a soHd 
support (refers to instant claims 5, and 6) (see e.g. col. 16, lines 42-67). The solid support 
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includes supports such as beads, and microti ter plate wells (refers to claims 3, 7-9, 19, and 20) 
(see e.g. col. 17, lines 11-21). | 

The products of Lemer et al. differ from the presently claimed invention by failing to 
include a computer system with software for analyzing results of sorting. 

Dower et al. disclose a plurahty of products (see e.g. Abstract; col. 1, lines 13-21). The 
products include encoded synthetic chemical libraries and the binding reaction complexes (see 
e.g. col. 1, lines 13-21; col. 3, line 66 to col. 4, line 18; col. 4, line 66 thru col. 5, line 11; col. 26, 
lines 12-42). The encoded synthetic chemical libraries (refers to instant claimed set of 
oligonucleotide) comprise beads, identifier tags, and oligomer (see e.g. col. 3, line 66 to col. 4, 
line 18; col. 9, lines 13-27; col. 23, lines 10-46; col. 26, lines 12-42; col. 44, line 61 to col. 45, 
line 39). The identifier tags are oligonucleotides (see e.g. col. 16, lines 15-24, and lines 48-63). 
Each oligonucleotide tag comprises an amplification sites (refers to the instant claimed common 
region/variable C), monomer specific information/coding site (refers to instant claimed Em), a 
spacer segment of variable length that distant the coding site from the amplification sites (refers 
to instant claimed divider region), and the order-of-reaction information (refers to the instant 
claimed variable D) (refers to instant claims 11, 12, 25, 26, and 99) (see e.g. col. 17, lines 42-53; 
col. 18, line 28 thru col. 19, line 46). Each oUgonucleotide tag has the length with a range of 50 
to 150 nucleotides and is singled stranded oUgonucleotide (refers to claim 36) (see e.g. col. 17, 
lines 42-53; col. 18, lines 4-9, and lines 49-63). The oligomer comprises a plurality of different 
peptide sequences (see e.g. col. 9, lines 13-27; col. 23, lines 10-46; col. 26, lines 12-42). The 
binding reaction complexes are produced by the binding interaction between the oligomers and 
the receptors (refers to instant claimed capture agent) such as antibodies (refers to instant claim 
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2) (see e.g. col. 8, lines 23-46; col. 31, lines 1 1-27, and lines 36-40). The binding reaction 
complexes were sorted by using fluorescence activated cell-sorting instrument (refers to instant 
claims 49-51) (see e.g. col. 26, lines 32-40; col. 31, lines 54-63; col. 45, lines 1-7). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to include a computer system with software for analyzing results of sorting 
as taught by Dower et al. in the products of Lemer et al. One of ordinary skill in the art would 
have been motivated to include a computer system with software for analyzing results of sorting 
in the products of Lemer et al. since Lemer et al. disclose that any separation means is use to 
selectively isolate the binding reaction complex from binding reaction mixture (Lemer: col. 16, 
lines 36-41) and Dower et al. disclose that fluorescence activated cell-sorting instmment is a 
known in the art as a means of isolating the binding reaction complex from binding reaction 
mixture (Dower: col. 31, lines 50-67). Thus, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to include a computer system with software for 
analyzing results of sorting as taught by Dower et al. in the products of Lemer et al. 
Additionally, both Lemer et al. and Dower et al. disclose the assay method wherein libraries are 
screened for its binding ability to the receptors of interest (Lemer: col. 15, lines 27-49; Dower: 
col. 31, lines 28-40. Furthermore, one of ordinary skill in the art would have reasonably 
expectation of success in the combination of Lemer et al. and Dower et al. because Dower et al. 
disclose by example the success of using the fluorescence activated cell-sorting instrument for 
analyzing results of sorting (Dower: col. 47, lines 8-29). 
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16. Claims 1-9, 1 1-23, 25-36, 49-54, and 93-95 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lemer et al. (US Patent 5,573,905) and Iris et al. (US Patent 6,403,309 Bl). 

The instant invention recites a combination. The combination comprises a) a 
collection of capture agents and b) a set containing a plurality of oligonucleotides. 

Each capture agent specifically binds to a polypeptide. The collection of capture 
agents comprises at least M different sets of captures agents, and Mis at least 10, which is 
the number of different sequences of amino acids encoded by the oligonucleotides for which 
capture agents in the collection are specific. Each set of capture agents is specific for the 
same sequence of amino acids, and all sets of capture agents specifically bind to different 
sequences of amino acids encoded by the oligonucleotides. 

Each member of the set of oligonucleotide comprises 1) a sequence of nucleotides Em 
that encodes a preselected polypeptide; 2) the preselected polypeptide bind to the capture 
agents; 3) the oligonucleotides are single-stranded, double-stranded, or partially double- 
stranded; 4) the oligonucleotide comprises the formula 5 E^-S V 5) each Em encodes a 
sequence of amino acids to which a capture agent in the collection specifically binds and the 
sequence of amino acids is unique in a set; and 6) m is at least 10, 

Lemer et al. disclose a plurality of products (see e.g. Abstract; col. 2, lines 45-67). These 

products include an encoded combinatorial library, wherein each composition of the library 

comprises a chemical polymer and an identifier nucleotide sequences that defines the structure of 

the chemical polymer, and the binding reaction complexes (see e.g. col. 2, lines 45-67; col. 3, 

line 26-40; col. 4, line 10 thru col 8, line 53; col. 9, lines 40-55; col. 15, lines 15-57). The 

composition (refers to instant claimed set of oligonucleotide) comprises the identifier nucleotide 

sequences, a linker molecule, and a chemical polymer (see e.g. col. 3, lines 15-20; col. 4, lines 

18-27; col. 4, line 29 thru col. 8, line 53; col. 11, line 61 thru col. 13, line 12). The identifier 

nucleotide sequences comprise a coding region (refers to instant claimed Em) that is flank by two 

different PGR (polymerase chain reaction) primers (see e.g. col. 3, lines 15-20; col. 4, lines 18- 

27; col. 5, line 49 thru col. 6, line 9). The primers comprises nucleotide sequences that provide 

polymerase chain reaction primer binding sites for amplification (refers to the instant claimed 

common region (variable C in the formula 5'-C-Em-3* of claim 25), and the instant claimed 
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variable D in the formula 5*-Dn-Em-3' of claim 26), and restriction sites (refers to the instant 
claimed divider region) such as incorporation of a biotinylated nucleotide (refers to instant 
claims 11-12, 15, 16, and 36) (see e.g. col. 6, line 66 thru col. 7, line 45). The length of the 
primer is at least 10 nucleotides (refers to instant claimed n=10 of claims 26, 28-32, 94, and 95) 
(see e.g. ref #P1 and P2 of fig. 2). The length of the coding region varies depending on the 
complexity of the library that is the chemical polymer, and in general the number of nucleotides 
ranges is from about 2 to about 15 (refers to instant claimed m=10, and instant claims 13, 14, 23, 
24, 34, and 35) (see e.g. col. 4, lines 29-40; col. 5, lines 49-58; col. 6, lines 2-9, and lines 56-65). 
The chemical polymer includes polymer such as peptide polymers and the length of the polymer 
varies, which is typically 4 to 50 (refers to instant claimed M=10, and instant claims 17, 18, 21, 
22, and 27-29) (see e.g. col. 4, lines 37-52; col. 8, line 63 thru col. 9, line 14). Additionally, the 
binding reaction complexes (refers to instant claimed combination) are produced by the binding 
interaction between the chemical polymer of the library and a biologically active molecule 
(refers to instant claimed capture agent) wherein the binding interaction includes interaction such 
as antibodies to antigen (refers to instant claims 2, 4, 33, and 93) (see e.g. col. 2, lines 61-67; col. 
3, line 26-40; col. 15, lines 15-57). The biologically active molecule can be affixed to a solid 
support (refers to instant claims 5, and 6) (see e.g. col. 16, lines 42-67). The solid support 
includes supports such as beads, and microtiter plate wells (refers to claims 3, 7-9, 19, and 20) 
(see e.g. col. 17, lines 11-21). 

The products of Lemer et al. differ from the presently claimed invention by faihng to 
include a computer system with software for analyzing results of sorting. 
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Iris et al. discloses an array of antibody that captures oligonucleotide probes labeled with 
peptide tags (see e.g. Abstract; col. 1, lines 14-18; col. 2, lines 34-47). The solid phase surface 
comprises a plurality of loci (refers to the presently claimed addressable array), wherein each 
locus comprises an antibody specific to one or more of the peptides of the peptide label 
ohgonucleotide probes (see e.g. col. 6, lines 28-31; col. 22, lines 23-29). The peptide tags are 
specific to the antibodies of the array (see e.g. col. 21, lines 29-39). Further, the oligonucleotide 
probes may be first hybridized to a target DNA before being capture by the addressable antibody 
arrays (see e.g. col. 15, lines 32-67 to col. 16, lines 1-1 1). Additionally, the array of Iris et al. 
comprises a computer that generates and stores the arrayed pattern of the array (refers to the 
presently claimed computer system and claim 53) (see e.g. col. 23, lines 18-25). • 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to include a computer system with software for analyzing results of sorting 
as taught by Iris et al. in the products of Lemer et al. One of ordinary skill in the art would have 
been motivated to include a computer system with software for analyzing results of sorting in the 
products of Lemer et al. since Lemer et al. disclose that any separation means is use to 
selectively isolate the binding reaction complex fi"om binding reaction mixture wherein the 
receptors are bound to the solid support (Lemer: col. 16, lines 36-41, and lines 56-67) and Iris et 
al. disclose any method known in the art can be used for the visualization or detection of the 
binding reaction complex on an antibody array (Iris: col. 19, lines 27-37). Additionally, both 
Lemer et al. and Iris et al. disclose an array of receptors (Lemer: col. 17, lines 1 1-21; Iris: col. 
22, line 23 thru col. 23, line 3 1). Furthermore, one of ordinary skill in the art would have 
reasonably expectation of success in the combination of Lemer et al. and Iris et al. because Iris et 
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al. disclose by example the success of fluorescent detection of binding reaction complex on an 
antibody array (Iris: col. 27, line 15 thru col. 30, line 10). 
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